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1 )[>3 Responsive to communication(s) filed on . 
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3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 
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Art Unit: 2138 

DETAILED ACTION 

Claims 1-7 and 10-17 are presented for examination. Claims 11-17 are 
withdrawn from consideration. 

Drawings 

The drawings were received on 5/2/06. These drawings are acceptable. The 
objections to the drawings have been withdrawn. 

Oath/Declaration 

Receipt is also acknowledged of new Application Data Sheet. Therefore, the 
objection to the Oath has been withdrawn. 

Claim Rejections - 35 USC §112 

In view of applicant's arguments, the examiner would like to schedule an 
interview with applicant to clarify these issues, as the examiner is not clear on what is 
applicant is intending to claim and how this is enabled by the specification. The 
examiner believes it would be easier to communicate in this fashion. As such, claims 3- 
7 will not be addressed in this office action, and the previous rejections will stand until 
this can be clarified. 
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Response to Amendment 
Election/Restrictions 

Newly submitted claims 11-17 are directed to an invention that is independent or 
distinct from the invention originally claimed for the following reasons: 

The original set of claims are directed to a method of testing a device in which 
generating and applying test signals, capturing and comparing outputs, and defining a 
valid window of expected data. Whereas the newly added claims do not recite 
generating test signals nor applying the test signals but focus more on the sequencing 
and order of the output data. As this subject matter was not mentioned in the original 
claims, and the language used in this claim language would make this set of claims 
appropriate to be classified in 714/715, while the original claim set would be classified in 
714/736. Therefore because of the classification differences the restriction is proper. 

Since applicant has received an action on the merits for the originally presented 
invention, this invention has been constructively elected by original presentation for 
prosecution on the merits. Accordingly, claims 11-17 are withdrawn from consideration 
as being directed to a non-elected invention. See 37 CFR 1.142(b) and MPEP § 
821.03. 

Response to Arguments 

Applicants arguments filed 5/2/06 have been fully considered but they are not 
persuasive. 
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Applicant argues "...the reference does not relate to processing output signals as 
entities or to processing captured values so that, if entities appear out of order, the 

device does not improperly fail a test the reference does not teach (capturing actual 

output entities." Nor does the reference describe "defining a window of valid expected 
entities" that is used for "comparing the failed actual output entity."...". 

In response to applicant's argument that the references fail to show certain 
features of applicant's invention, it is noted that the features upon which applicant relies 
(i.e., the order of the output entities) are not recited in the rejected claim(s). Although 
the claims are interpreted in light of the specification, limitations from the specification 
are not read into the claims. See In re Van Geuns, 988 F.2d 1 181 , 26 USPQ2d 1057 
(Fed. Cir. 1993). The specification does not define what applicant has intended "entity" 
to mean. Although the specification discusses communication ports and protocols, the 
claim language does not indicate that the claimed method pertains to communication 
devices or protocols. As such, the examiner has interpreted the claim language to a test 
of semiconductor device such as the one in the prior rejection. While the M.P.E.P. (see 
M.P.E.P. 211 1) requires that the examiner give "the broadest reasonable interpretation" 
to claims "consistent with the specification" it also warns that "reading a claim in light of 
the specification, to thereby interpret limitations explicitly recited in the claim, is a quite 
different thing from reading limitations of the specification into a claim, to thereby narrow 
the scope of the claim by implicitly adding disclosed limitations which have no express 
basis in the claim." The claims must stand on their own. The examiner would also like to 
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point out that the way the claim language reads at present, this would also read on 
testing semiconductor devices using masking to mask out the "don't care" values. 



Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1 and 10 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Schinabeck et al. U.S. Patent No. 4,646,299. 

As per claims 1 and 10, Schinabeck et al. teach the claimed program on a 
readable medium, test system and method for testing semiconductor devices in which 
test signal applying and monitoring circuits are coupled to pins of an electronic device 
being tested to force test stimuli signals onto input pins of the device under test. The 
response signals are monitored while the device is being tested. Each test signal 
applying and monitoring circuit includes a node to be coupled to a pin of the device 
under test, a digitally programmed source for supplying a test signal connectable to the 
node by a first switch, and a comparison circuit connected to the node by a second 
switch for indicating the relative amplitude of the response signal with respect to a 
programmed reference level. The digitally programmed source is included for providing 
gated voltage-current crossover forcing functions during functional testing to minimize 
the disturbance when the device being tested is connected and to protect out of 
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tolerance devices. Programmable voltage and current values define a pass window to 
assure a non-ambiguous go/no-go result during testing. (Abstract, column 4 line 56 
through column 6 line 20, column 10 lines 19-34, column 21 lines 46-66) 



Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 

USPQ 459 (1966), that are applied for establishing a background for determining 

obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

Claims 1, 2, and 10 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Miura U.S. Patent No. 6,789,224 in view of Rivoir U.S. Publication No. 
2002/0188888 A1 



As per claims 1 and 10 Miura et al. teach the claimed software, system and 
method for testing semiconductor devices, including generating test signals, applying 
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the generated test signals to the device-under-test, capturing actual output entities from 
the DUT in response to the applied generated test signals comparing the actual output 
entities to expected output entities and identifying a fail condition where a comparison 
fails to match an actual output entity to an expected output entity (column 1 lines 22-44, 
Figure 1). Not explicitly disclosed is that if a failure is identified in the comparing step, 
defining a window of valid expected entities and comparing the failed actual output 
entity to the window of valid expected entities. 

However, in an analogous art, Rivoir discloses a circuit in which a window of 
valid expected values are used to determine f a circuit fails or passes a test (Abstract, 
Figures 2 and 3). Therefore, it would have been obvious to a person having ordinary 
skill in the art at the time this invention was made to have used the "window of valid 
expected entities". This would have been obvious as in any typical test design there are 
what is known in the art as "don't care" values (1's or O's which are at times masked out 
of the test results) and this would define a window of valid test results or expected 
entities. 

As per claim 2, Rivoir teaches (Figure 3C elements 124c-e) the claimed further 
comparing the failed actual output entity to the window of valid expected entities leads 
to a match between the failed actual output entity and any one of the valid expected 
entities in the window. 
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Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

EP 1089293 A1 KUMAR, PROMOD 

This patent titled "Memory test method and nonvolatile memory with low error 
masking probability " teaches a nonvolatile memory device having a signature code 
generator, generating a present signature code from an algorithm modified dynamically 
as a function of predefined varying parameters. A variable parameter may be the 
address of a memory cell being addressed; in this case, the output of the code 
generator is a function of data read from the cell array, the previously calculated 
signature code, and the address of the read data. The data are read in sequence, using 
an internal clock generated by an internal clock oscillator. In test mode, the memory is 
scanned sequentially, beginning from any memory location, selected randomly, and the 
signature code varies in dynamic way; at the end of memory scanning, the signature 
code is compared to an expected result. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Cynthia Britt whose telephone number is 571-272-3815. 
The examiner can normally be reached on Monday - Thursday. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Albert Decady can be reached on 571-272-3819. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 



Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Information regarding the status of an application may be obtained from the 



Examiner 
Art Unit 21 38 
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Reply to Office Action of Januaiy 23, 2006 

AMENDMENTS TO THE DRAWINGS 

The attached sheet(s) of drawings includes changes to Figures 2 and 3. 



Attachment: Replacement sheet 

Annotated sheet showing changes 




FIG. 3 , 




Replacement Sheet 
METHOD FOR TESTING NON-DETERMINISTIC DEVICE 
DATA 
Brian C. Phdps et al. 
Serial No.: JO/606,848 
Docket No.: T05 29.7005 7USOO 
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